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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Frame et al. (cited by this Examiner in copending Application No. 09/745,034 and 
recited by Applicant in 3/4/2004 IDS). 

At the outset, it is noted that similar claims will be grouped together to 
avoid repetition in explanation. 

As broadly drafted, these claims do not define any structure/step that 
differs from Frame et al. 

With regard to claim 1 , Frame et al. discloses a method for flow control by 
a SCSI system using a Packetized SCSI Protocol, the method comprising: 
transferring a data packet information unit in a Packetized SCSI Protocol Data 
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Out phase between a SCSI initiator and a SCSI target over a SCSI bus (it is first 
noted that Frame et al. employs packetized SCSI and therefore, the system of 
Frame et al. must be fully in compliance with packetized SCSI protocol. At the 
outset, it is also noted that unlike SCSI, for data transfer, packetized SCSI 
involves only 2 phases. The Data In phase transfers a packet comprising a 
command (header) and data (payload) from the target to the initiator; and Data 
Out phase transfers command and data from the initiator to the target in the 
form of a packet containing a header and a payload. Further, a packet contains 
nexus information (for example, the unit number of the device for which the 
packet is intended and the type of packet or packets to immediately follow if 
there is one). A packet or information unit consists of a header and a payload 
transmitted in pairs, except when the header indicates there is no data (payload) 
to follow. In Frame et al., it is clear that in the Data Out phase, data the initiator 
delivers data to the target, see at least column 4, lines 33-36); and generating a 
signal on said SCSI bus by the SCSI target (in Frame et al., the target will 
reassert C/D (command/data) and I/O (input/output) during the REQ (request) 
and ACK (acknowledge) handshakes the Data Out phase, see at least column 
4, lines 37-39) in the Packetized SCSI Protocol Data Out phase to indicate 
whether another data packet information unit is to be accepted (the REQ, when 
asserted low, this signal indicates a target's desire to begin a REQ/ACK 
handshakes for another data packet information unit, see at least column 3, line 
30 to column 4, line 39) in the Packetized SCSI Protocol Data Out phase by the 
SCSI target. Since claim 1 is broadly drafted, the step of "generating a signal" is 
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also readable on the parity line signal of Frame. According to Frame, in order to 
check the integrity of the SCSI bus, the SCSI system uses byte parity for 
detecting data errors (column 2, lines 29-35; column 9, lines 9-32, and column 
1 1 , line 32 to column 12, line 3). The use of only a single error detecting 
mechanism presents problems for the proper validation of data. In another word, 
if no error conditions on the parity line occurred, more data can be accepted; 
and no more data can be accepted if error conditions occurred. 

With regard to claims 2 and 3, According to Frame, in order to check the 
integrity of the SCSI bus, the SCSI system uses byte parity for detecting data 
errors (column 2, lines 29-35; column 9, lines 9-32, and column 1 1 , line 32 to 
column 12, line 3). The use of only a single error detecting mechanism presents 
problems for the proper validation of data. In another word, if no error conditions 
on the parity line occurred, more data can be accepted; and no more data can 
be accepted if error conditions occurred. 

With regard to claim 4, since claim 4 is broadly drafted, different 
interpretation can be assigned to claim 4. In Frame et al., the REQ pulse/signal 
generated by the target that reaches the maximum REQ pulses/signals 
indicates that the SCSI target will not accept another data packet information 
unit. See at least column 3, line 30 to column 4, line 2). In an alternative 
interpretation, according to Frame, in order to check the integrity of the SCSI 
bus, the SCSI system uses byte parity for detecting data errors (column 2, lines 
29-35; column 9, lines 9-32, and column 1 1 , line 32 to column 12, line 3). The 
use of only a single error detecting mechanism presents problems for the proper 
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validation of data. In another word, if no error conditions on the parity line 
occurred, more data can be accepted; and no more data can be accepted if 
error conditions occurred. 

With regard to claims 5 and 7, Frame et al. discloses a method for flow 
control by a SCSI system using a Packetized SCSI Protocol, the method 
comprising: transmitting a data packet information unit or a plurality of data 
packet information units, one immediately after another, by a SCSI initiator in a 
Packetized SCSI Protocol Data Out phase (it is first noted that Frame et al. 
employs packetized SCSI and therefore, the system of Frame et al. must be 
fully in compliance with packetized SCSI protocol. At the outset, it is also noted 
that unlike SCSI, for data transfer, packetized SCSI involves only 2 phases. The 
Data In phase transfers a packet comprising a command (header) and data 
(payload) from the target to the initiator; and Data Out phase transfers command 
and data from the initiator to the target in the form of a packet containing a 
header and a payload. Further, a packet contains nexus information (for 
example, the unit number of the device for which the packet is intended and the 
type of packet or packets to immediately follow if there is one). A packet or 
information unit consists of a header and a payload transmitted in pairs, except 
when the header indicates there is no data (payload) to follow. In Frame et al., it 
is clear that in the Data Out phase, data the initiator delivers data to the target, 
see at least column 4, lines 33-36); and monitoring a signal level on a parity line 
of a SCSI bus to determine whether transmitting a plurality of data packet 
information units is to be terminated (according to Frame, in order to check the 
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integrity of the SCSI bus, the SCSI system uses byte parity for detecting data 
errors (column 2, lines 29-35; column 9, lines 9-32, and column 11, line 32 to 
column 12, line 3). The use of only a single error detecting mechanism presents 
problems for the proper validation of data. In another word, if no error conditions 
on the parity line occurred, more data can be accepted; and no more data can 
be accepted if error conditions occurred). 

With regard to claim 6, it is clear that in order to do parity 
checking/determining/interpreting to verify data transfer, the parity line must be 
"asserted." 

With regard to claim 8, it is clear that in order to do parity 
checking/determining/interpreting to verify data transfer, the parity line must be 
"asserted." See also discussion regarding to claims 5 and 7 above. 

With regard to claim 9, see discussion above regarding to claims 5-8 
above. 

With regard to claim 10, see discussion regarding claims 5-9 above. Note 
that Fig. 1 shows generally a SCSI bus 9 and either one of the devices 1-4 can 
be an initiator or target depending on the transfer direction. Note also that it is 
clear that the initiator of Frame et al. must include a so-called "flow control 
module" to perform the steps of transmitting, receiving, and interpreting. See at 
least claim 92. 
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Claims 1 and 4 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Qlogic Corp. (cited by this Examiner in copending Application No. 09/745,034 
and recited by Applicant in 3/4/2004 IDS). 

At the outset, it is noted that similar claims will be grouped together to 
avoid repetition. 

As broadly drafted, these claims do not define any structure/step that 
differs from "The Next Steps in SCSI" by Qlogic Corp. 

With regard to claims 1 and 4, Qlogic discloses a method for flow control 
by a SCSI system using a Packetized SCSI Protocol, the method comprising: 
transferring a data packet information unit in a Packetized SCSI Protocol Data 
Out phase between a SCSI initiator and a SCSI target over a SCSI bus (for data 
transfer, there are only 2 phases in Packetized SCSI (page 10, last paragraph). 
In particular, the Data In phase transfers a packet comprising a command 
(header) and data (payload) from the target to the initiator; and Data Out phase 
transfers command and data from the initiator to the target in the form of a packet 
containing a header and a payload); and generating a signal on said SCSI bus by 
the SCSI target in the Packetized SCSI Protocol Data Out phase to indicate 
whether another data packet information unit is to be accepted in the Packetized 
SCSI Protocol Data Out phase by the SCSI target (packetized SCSI Protocol 
supports a plurality of packets, one after another. A packet contains nexus 
information (for example, the unit number of the device for which the packet is 
intended and the type of packet or packets to immediately follow if there is one). 
A packet or information unit consists of a header and a payload transmitted in 
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pairs, except when the header indicates there is no data (payload) to follow. See 
pages 10-11. Further, in packetized SCSI protocol, when the target informs the 
initiator of a failure when it cannot accept or execute anymore data, all available 
information concerning the failure is automatically returned as part of the status 
information sent by the target. In another word, it is clear that indicating signal 
generated by the target in the form status information indicates whether more 
packet/data is to be accepted. See at least page 1 1 , last paragraph. 

Claims 1-10 are provisionally rejected under the judicially created doctrine 
of double patenting over claims 1-9 of copending Application No. 09/745,034. 
This is a provisional double patenting rejection since the conflicting claims have 
not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in 
the referenced copending application and would be covered by any patent 
granted on that copending application since the referenced copending application 
and the instant application are claiming common subject matter, as follows: 
transferring data unit(s) from an initiator to a target during a Data Out phase over 
a SCSI bus; and checking/interpreting a signal (on the parity line) of a SCSI bus 
to determine whether the target is able to accept more data units. 

Furthermore, there is no apparent reason why applicant would be 
prevented from presenting claims corresponding to those of the instant 
application in the other copending application. See In re Schneller, 397 
F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 
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The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 



The Information Disclosure Statement filed 7/7/2003 has not been 
considered because the pending US Applications are incorrectly listed under "US 
Patent Documents." The status of these US applications must be updated. If they 
become patents and have patent Nos. they should be listed under "US Patent" in 
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the IDS. 





Khanh Dang 

Primary Examiner 



